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DETAILED ACTION 
Response to Amendment 

This communication is being provided responsive to the amendment filed 02/22/05. The 
applicants have overcome the objection, the 35 USC 1 12 rejection and the 35 USC 102 rejection. 
Refer to the abovementioned amendment for specific details on applicant's rebuttal arguments. 
However, the present claims stand rejected as the double patenting rejection and the 35 USC 103 
rejection are herein maintained for the reasons of record. Thus, this application is finally rejected 
as set forth infra: 

Election/Restrictions 

1. This application contains claims 15-23, 32 and 34-35 drawn to an invention nonelected 
with traverse in Paper No. 12/05/03. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1. 144) See MPEP 
§821.01. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 24 and 33 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 24 is rejected as being indefinite because it depends from non-existing claim 41 . 

5. Claim 33 is indefinite as it depends from cancelled claim 12. 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 1-3, 5-6, 10-11, 13-14, 24, 33 and 38-39 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Amatucci et al 5705291 in view of the Japanese publication JP 09- 
171813 (hereinafter referred to as "the JP '813 publication"). 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
In reference to claims 1 and 10: 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising a borate, lithiated borate, aluminate, lithiated aluminate, silicate, 
lithiated silicate or mixture thereof (ABSTRACT). It is also disclosed that the lithiated 
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intercalation compound is coated with coating compositions comprising boron oxide, boric acid, 
lithium hydroxide , aluminum oxide, lithium aluminate, lithium metaborate, silicon dioxide, 
lithium silicate or mixtures thereof (CLAIMS 1 and 61 COL 2, lines 5-25). It is noted that such 
coating compositions represent additive compounds, that is, compounds added to, included to or 
incorporated into the positive active material 

It is disclosed that such additive compound can be added in an amount ranging from 0.4 
to 1.0 % bv weight (EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % 

of the borate powder (EXAMPLE 3) (<— emphasis added). 

: ; 6. A rechargeable battery ceU 

25 electrode, a positive electrode, and an intermediate nonaque- 
ous electrolyte characterized in that said positive electrode 
comprises a particulate lithium intercalation compound die 
particles of which are coated with a passlvatiitg layer 
comprising an annealed coating composition conmrising 

30 boron oxide, boric acid, lithium hydroxide, aluminum oxide , 
lithium aiumiaatc, lithium metaborate, silicon dioxide. 



* These objects, among others, have been achieved in the 
present invention by means of a novel lithium intercalation 
cell in which the surfaces of aggregate Attn ated intercalation 
composition particulates comprising the positive cell elec- 
trode have been pass* valcd by coating or encapsulation in a 

10 layer of a composition comprising a borate, lithiated borate, 
aluminate, lithiated aluminate, silicate, or lithiated silicate. 
Such a coating not only reduces the surface area, and thus 
the degree of activity* of the potentially catalytic particulate 
aggregates, but also provides a barrier layer which, while 

15 limiting contact between the electrolyte and the positive 
electrode particulates „ does not seriously deter the passage of 

: : : : : : :t4^i<^*: : : : : : : : ^ 

: X : Ih ;i preferred embodiment of the; present invention, ; the 
surfaces of these : particulates are : coated : with a layer of a: ■ 

20 composition comprising baron oxide, boric acid, lithium 
hydroxide, aluminum oxide, lithium aluimnate, lithium 
metaborate. silicon dioxide, lithium silicate, or mixtures 



In reference to claims 2 and 11: 



Amatucci et al teach the use of LiCo0 2 , LiNi0 2 and Lii +x Mn 2 04 (COL 1, line 38-42). 
EXAMPLES 1-3 illustrates the specific use of LiMn 2 0 4 (EXAMPLES 1-3). 
In reference to claims 3 and 10: 
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Amatucci et al shows with sufficient specificity the use of H3BO3 and/or B2O3 compounds 
among others. Amatucci et al also disclose the use of composition comprising a borate, lithiated 
borate, aluminate, lithiated aluminate, silicate, lithiated silicate or mixture thereof 
(ABSTRACT). It is also disclosed that the lithiated intercalation compound is coated with 
coating compositions comprising boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
lithium aluminate, lithium metaborate, silicon dioxide, lithium silicate or mixtures thereof 
(CLAIMS 1 and 6/ COL 2, lines 5-25). 

In this respect, it is noted that EXAMPLE 3 shows the use of B? Q ^ and LiOH-H 2 Q to 
obtain a fine lithiated powder ^EXAMPLE 3 or COL 5, lines 25-45). Thus, it is contended that a 
secondary product of such mixture combination ofB 2 Os and LiOH-H 2 0 can be a hydroxide of 
boron. 

In reference to claims 24 and 33: 

It is disclosed that such additive compound can be added in an amount ranging from 0.4 
to 1.0 % by, weight (EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % 
of the borate powder (EXAMPLE 3). 
In reference to claims 5 and 13: 

As to the method limitation, i.e. the additive compound being prepared by the specific 
drying and temperature treatment (heat treatment), it is noted that a method limitation 
incorporated into a product claim does not patentable distinguish the product because what is 
given patentably consideration is the product itself and not the manner in which the product was 
made. Therefore, the patentability of a product is independent of how it was made. 
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Moreover. Amatucci et al disclose the process of annealing the material at a temperature 
in the excess of about 400 °C. preferably in the range of about 500-800 °C (COL 2. lines 19-29). 
Hence, it is contended that at these temperatures, the drying of liquid necessarily occurs unless 
the liquid has an evaporation point higher than 800 °C Nevertheless, the claim language is 
silent as to the specific chemical composition of the liquid subjected to the drying step. 
In reference to claims 6 and 14: 

It is disclosed that the coating composition has either a glassy or crystalline form (COL 4, 
lines 13-17); in particular, the borate is amorphous (EXAMPLE 1). 
As to claim 38: 

It is disclosed that positive electrode composition is associated with a current collector 
member all together (COL 2, lines 60-67). 

Amatucci et al'291 disclose a coated positive electrode according to the foregoing 
aspects. However, the preceding prior art fails to expressly disclose the specific thermal 
absorbent material; the additive compound not including lithium and not coating with the 
additive compound. 

With respect to claims L 3. 10 and 36-37: 

The JP'813 publication discloses a positive electrode active material including an 
inorganic material (ABSTRACT). In particular, the JP'813 publication discloses an active 
material comprising a lithiated compound and aluminum hydroxide (SECTION 0019-0021). It is 
noted that aluminum hydroxide is a thermal absorbent element 
As to claims 2, 11: 
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The JP'813 publication teaches the use of lithium multiple oxides such as LiCo02, 
LiNi02, LixNiyCol-y02 and LiMn204 (SECTION 0024). 
Concerning claims 38-39: 

The JP'813 publication teaches the mixing of the lithiated compound and the aluminum 
hydroxide upon formation thereof and having deposited the composite material on the electrode 
support (SECTION 0020) including forming a composite slurry which is applied to a foil 
(SECTIONS 0035-0038). 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific additive compound not including lithium and not coating 
with the additive compound of the JP'813 publication in the positive active material of Amatucci 
et al as the JP'813 publication teaches that such additive compound provides a positive active 
material network structure with improved load and capacity characteristics; and excellent 
charging/discharging cycle-ability. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

10. Claims 1-3, 5-6, 10-1 1, 13-14, 24 and 33 are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-3, 1 1 and 15 of U.S. 
Patent No. 6797435 in view of Amatucci et al 5705291. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the following reasons: 
The '435 patent claims the following (CLAIMS 1-3, 1 1 and 15): 



1 .A positive acme material for a rechargeable friltxum 
battery com prising 





a core comprising a htimicd compound, ami 


i> : 


each oC said surface treatment lay* 


111 WV*. VI 1 £>H IKl VMOCf. .... 

n rs comprising ait 




of a coa uft£-?ie mettt-metuded hydroxide* a exutmg- 


20; 


etemenf -included, oxyhydroxide* a 
inciti fcltSrf Oxyca f bona re, and a fcoa ting: 
xoxxbydroxyc^^^ 


coating-e temont- 
*elemeTJt4rjcl\ided 


Z> 


wherein the coating element is seJeue 
consisting of Al, Si, la, Su, V, Go*, C 

2 The positive active material accor 
:whe'rein:X;:;:;X^ 

the; Uihijvted compound is selected iVoi 
listing of compounds represented by 


d from the group 
ja, B,. and As 
ding to claim 1, 

fir the group con- 
the formal *s 1 to 


: 


.-.v. •.-.■:• u^M'iVjbi,:^:-:-:-: 


: <^ : : : : : : : : : : : : : : : : ; : : : : : : : : : : : : : ; : : : : : : : 




X;:;:;:;:;:-: :-: :': ^:^}^!^^-: :-::•: 


<*> 

<r> 


40: 


^^^^^^^^^^^^t4NJ^^AA• ; ■^. X ^•'•••^•.•.^•.•.•.^•.•.•.•. 


■(9):-::::-:::-:-:-:-::v:-::-:-: 
•<^::::o:-:>-::::x-x:::::>: 










0 95gx£i 1, O^ySO 5, O^z£=0 5, (>= : 






M i»ohe selected trots! tlie i^rinip coiisis 
Ma.-. ( r» Mg, $r f V T or rare cardy 

A is selected from the group: coitsi sting 
arid ■.•.•.■.■.•.•.•.•.■.•.•.•.■.•.■.-.•.•.•.«.•.•.■.«.•.■.■.■.•.•.■.•. 


tinjy; Oi AJ, Ni, Co* 

of d; ays uad : U 


•50 


X is selected Irom the group txmsisting ol F, S and P 
3 The positive ai. live, material according to claim i, 




wherein said at least two surfaces re aimer 
at least two cOating Clements selected 
consisting; of At;, Sjt 3 Ti. Sn; V, Oe. Ga, Ti 


rt layers comprise 
troirt the gixmp 
* arid As 
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It A positive active material for a ; rechargeable lithium 

;:b;attety; : ^ 

a core comprising a lithiated compound; 
a first surface-treatment layer formed on said core, said w 
first surface^reatment layer comprising at least one: 
:;:;:;:;::;cori^puhd:^ 

Al-included hydroxide, an Al-mcluded oxyhydroxide, 
an Akncluded oxycarbonate, and an Akncluded 
hydroxycarbonate, and $5 
:oxa : s6<^iid: ^ 

;:^x;:^rfece-feato 

layer comprising al least one compound selected from 
: : Ifee • group \ consisting of an Si-included : hydroxide, :an : 
Si-included oxy hydroxide* an Si-included 
oxycarbonate, and ail Si^includcd hydroxy carbonate 

15 A positive active material for a rechargeable lithium 
;30 : : batter^ | cod^ris^ 

a core comprising a lithium-eobalt based compound, 
> x : > : i a fir!St : surface-treatment; layer' [ foriiied: on said: core, : said : 
: : ; : [ first \ surface-treatment \ layer comprising j:atj least : on£; 
: '■ : [ : ; \ compound selected: from : the: group: \ consisting : of : an: 
Si-included hydroxide, an Si-included oxyhydroxide, 
: : : : : ^ ^ i^t 1 ^ 11 ^^^ oxycarbonate^ ; and i an : ! Si-^inciuded ; 
hydroxycarbonate; and 

:;:;:|:|:i:jft|:??fOT 

40 surface-treatment layer, said second surfacie^treatment 
: : i : \ :layer \ c^prising at \ least; one; ciDmpounrj; -selected ftish : 

;;;;;;;;;::;:;:;tiie;;gr6u^ 
:: xxxA 

oxycarbonate, and an Akncluded hydroxycarbonate 

In this case, the application claims are broader or more generic than the patent claims, 
thus, the application claims are anticipated by the patent claims. Accordingly, a broad 
limitation/range is anticipated by a narrow limitation/range which lies within the broad 
limitation. In re Goodman. 

The '435 patent claims a positive active material as described above. However, the '435 



patent does not expressly claim the specific weight percent of the additive compound. 
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Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). // is noted that such coating compositions represent additive compounds, that is, 
compounds added to, included to or incorporated into the positive active material It is disclosed 
that such additive compound can be added in an amount ranging from 0.4 to 1.0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) {^emphasis added). 

In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the ' 43 5 patent as the Amatucci et al disclose 
that positive active materials having such additive weight percent exhibit improved cycle 
capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the use of 
additive compound within the claimed range; and with sufficient specificity. 

1 1 . Claims 1-3, 5-6, 10-11, 13-14, 24 and 33 are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-5 and 12-17 of U.S. 
Patent No. 6753 111. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The 4 1 1 1 patent claims the following (CLAIMS 1-5 and 12-17): 
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1 A positive, active material for a rechargeable lithium 
;batteiy;com^ 

a core compnsmg a lithiatcd compound, the kihiated 
compound comprising a secondary particle having: an > 
average size larger than or equal to 1 /an and smaller 
than 1 0 jim in diameter, the second ary particle being 
formed of an agglomeration of small primary particles 
••xxoi^ an- average 

surface-treatment > layer; ori; the; : ; Core, the ; surface- ; x 
treatment layer comprising a coating-element-ineluded 
oxide or a coaung-clemcnt-incluclcd hydroxide, 

x xxo^ 

: : : : : : : : : :fflixture : :mere^ 

2 the positive active material according io claim I, iS 
wfwrein itic luhwtcd compound i*> ai teas* one ewmpouni 
selected from the group consisting oil cumjxwnds txipw? 
xi&n&d;*^^ 

U^.^VM {4} $ 

•xxxxxM^IP^Axxx 

x:x:;:xxl^^ 

; : : : : : : : : : : ; x :I ^te^ 

■■■^ 

^■^^ 

M ii> $tt least one efcmeai s&lected torn tins group 
consisting of AJ* Mi Co T Cr, Mr, Sr, \£ $c, Y, La, 
Pr, Nd, Fro, vSm, Lu, Od. 1*. £>v, Ho, hr f lm> Yb, c 

is at tern one cteraem Elected from the group 
coasisiirig of Ai, Cr, Ma, R,, M*> S>, V Sc, V, C*, 

xx;xxi^;Nd,;^ 

:':]^ 

An fleeted from the group consiAi«i|> of :<),:& S and ft 
X is selected from the aroua consisttaa of E S and P. 
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3 Thus positive; active material according lo claim % r 
wMrciii the coating clement is sclcctecl from to* grtwp 
consisting of ;M& AJ^ Co, K ;N a, C a„ ^>u U \' Ge, Ga. ;B, 

4. The fx\<ntrve jj.cnve material according lo claim 1., 
wherein th<? content the coating clement oi' ihe surface- 
ire'atfocnt layer is 2*T0~*t0 I wt ^ ba>idd tin the weight of ck\ 

O positive ;WcLr^ 

5. litis positive ucuve miiierini according, 10 cUnti: 4> 
wherein the content of the coating element of the siirfacc- 
fo&aimttui layer iis 0*001 to I v^ef based cm the weight ot iiie 

xposUwe-acti^ 
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In this case, the application claims are broader or more generic than the patent claims, 
thus, the application claims are anticipated by the patent claims. Accordingly, a broad 
limitation/range is anticipated by a narrow limitation/range which lies within the broad 
limitation. In re Goodman. It is also noted that the specific weight percent of the additive 
compound is an obvious variation of the claimed invention in the '111 patent claims as claims 4- 
5 thereof specifically claims the particular weight percent 

12. Claims 1-3, 5-6, 10-11, 13-14, 24 and 33 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-15, 
28-30, 32-35 of copending Application No. 10/189384 {US Patent Application Publication 
2003/0054250). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The copending application'384 claims the following (claims 1-15, 28-30, 32-35): 



V 
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1, Ail active material for a battery, comprising 

a material that undergoes reversible electrochemical oxi* 
dation^reductkm reactions and- having a surface; 

a surface treatment layer on: the surface and comprising a 
conductive agent and at least one coatmg-elemcnt- 
contaMng compound selected from the group coimst- 

ing^fcment^ontaimng oxyhydroxide, a coating* 

^i ^: : 
x : I 2 r :l 

: i^lectedxto 

lithiujn-cootaining compound by a reaction with lithium 
ions, a material that reversibly Mercalaie^de^ 
lithium ions and a lithiaied intercalation compound, 

■ ■ ; • ;3; ■ 'Hiy; active : ma w ri») ; of claim; "2, ; \vf u>reio ; eutixt notorial 
comprises the: lithiaicd. lotCcoahvtiob compouotl that vs. 
selected from the group consisting of. & lithium-containing 
moUil ;oxid-ev ;a. Iifiaitifii-ct.iiitaii3iriii ;^lxalOO^riiUc ;compaiiudl, ; 
!nnd^;aj ca*t>oiV4<>ased!-ma^ 

4 The. 4Ctiv«i ujni^nal of claim 2, wh«*r<5iii s-iid uiAtcriul 
comprise**, the Juhiatcd uitc iron lal icm. compound f.ha* >?> at 
lessl one selected from the group cooRist.inf* of » hthium 
compound wxth the IbHowug ti^rttiulas fl> to (13> 
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^^s..>:^^M i o ? ;;^^> : : ;:(;n:)x : : : x : x : x : xxx 

x-xoiox-xxxoxi:*;^^;^ 
xxx x x : : : : : i^>^ 



:;X;X;XxwhereittXX : x : ^^ 

M is at least out element selected from the gxoup 
oow.si.simg. of Al Ni : Cio, Mn,Cr, fcc* Mg, Si V, and rare 
earth dements; 

• ; > ; A- : is; - :a i: ■ ;le asl ; one; ; c Icmcn t; ■ scl cciect ; ■ from ; • the ; group : 

X ;js at least one element selected fivwn the group 
; : ; ; ; y ; and;R';:;>>>>>:;Xx>x ; : : : : : : : : : : : : r: ; : : : : : : :|x 

5 Hie active material of claim 1 wberem the coating 
element is soluble in an organic solvent or water 

6 The active materia] ol claim 5 t wherein the coating 
tefe men! is at. least one elected from the group consisting ;:of 
aii alkab' metal, an alkaline earth metal, a group I 5 clement 
of the Periodic Tablej a group 14 clement of the Periodic 
Table, a group 15 element of the Periodic Table, and a 

X : X : XtTansvtion^m 

7 The active material of clams 6, wherein the coating 
element us at least one selected fjrouv the group consist ing of 
Mg, AU Co, K, Na, Ca > $\ r Ti, B, As, Zr, Sn, V, <?e, Ga, and 

:']yy^ 

H The active material of claim 1, wherein the coating- 
X : etemerit-co^^ cpmpo^iid has either ; an aiiipr^i^us or a; ; 
:crvstalUne ^ pha^i; x 

9, The active material oi Claim l t wherein a thickness of 

> X ; : ; : ; :saiid ; iwr l^certrea^ 

tO. TTte active material ol' claim 9 9 wherein a thickness of 
• x •:• x said : surface. •ircatmc.ni: -layer is t : 10 UK) mm • x • : • x • x : x : x : x •' : : x 

VI. The active material of claim .1, wherein an amount of 
the coatcng clement is 2xi0" s to 2% by weight of ilic active 
:inateria3xx: : x^ 

12. The active material of claim 1 1 7 wherein the amount 
of the coating element is ti.OOl to 2<&: by weight of the active 
: materia^ 

13- ih e active material of claim 1, wherein the conductive 
agent is at least one ; niatenai ; selecte<il ; front the ; gxoixp ; 
consisting of a carbon-based conductive agenu a graphite- 
based conductive agent, a metal-based conductive age nt f and 
a me taUic-compo und-bascd conductive agent. 

14 I lie aciiyef material ot cla im i y wherein an amount oi 
the conductive agent is 0;5 to 10% by weight of the active 
: mate;rial"xx : x : x : x : x : x : x : x : : : x : x : x : x : x : xxx 

15. llie active material of claim 14, wherein i he amount 
of the conductive agent is 1 to 5% by weight of the active 
:ma*erjaix : x ; x : x : xxx 
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28 An active material for a- battery comprising; 

a ma ferial, thai has a surface and that undergoes reversible 
electrochemical oxidation reduction reactions;, and 

a surface treatment layer on the surface, the layer com- 
prising a eoatlucus't agent and an Al containing com- 
pound selected to The group consisting of an Ate 
coutatmug hydroxide, m Alcvntaimng oxyhydroxide r 
ati Al-c-ohtairiing oxycad>onau% an Al-contairnng 
hydrpxyca rtxniate > aiicl a mixture thereof 

29 An active material for a battery comprismg 

a ma Jew at that lias a surface and that umlcigoes reversible 
electfrocliemioal oxM.lat.Hm reduction reactions, and 

a; surface treatment layer on the surface, the layer com- 
prising a conductive agerii arid a BTcr>ntair»ng corn- 
pound selected from (he group consisting pi a B-eonr 
tatning hydroxide, 3 B -containing oxyhydroxide, a 
H-eoniaining pxycarbonate, a ft^ontajning hydroxys 

: : : : : : : : ; 3©1: j Ait : a oil v e • ma te r i a l : f : a • bait e ry, \ eo i n pris m g : ^^yyyyyy]^ 

a ma Je n at th a t ha s a su rface and that undergoes reversible 
electrochemical oxtdat^n-reduction reactions, and 

a surface treatment layer C03 ted on the surface;, wherein 
said coated material is prepared by a method com pf is- 

adding a conductive igent. *nd a cpoitihg element source 
to a solvent selec ted i'xom the group consisting of water, 
: ; : : organic solven t, and a : mixrurc : thereof • to prepare ; : £ : ; : ; 

adding said material to the coating liquid to coat said 

drying the eoi'ed maleml io form the surface -ire itmeni 
layer comprising the: conductive agent and at least one 
co iting-c-lerne nt containing compound Selected from 
the group consisting of a coatmg^lcmcnt containing 
hydroxide a cx>ating-eiemeutrcontaintiig oxyhydrox- 
ide , a coatmg^leme0t*.unta j nim> oxycaxborjaie* a coat* 
mg-eiement-containing hydroxycarbonaie r and a mix- 
ture thereof 

32 An electrode for use tn a baitcry P eo mprisin& 

:;X;a:;eurTe:m^ 

a« active material coaled With u iayeiv -the* Uiyei Cx>mprts 
mg a conductive, agent: and at least one compound 
set* e ted from the group consisting of a coarmg-^fe- 
meitt-eomaioiTJg; hydroxide, a; coaling -e teinen l-eoniain- 
m*j oxyhydroxide, a coatin^v-etenien^^ oxy~ 
curbcmwii^ a coa ling-c kmc ni< 01H amin^ 

byclroxycarbonatc, and a mixture the.re.of> 

wherein said active material is coated 00. said current 

:':-;-x-:":-:"!^itoc^ 

33 A battery comprising 

a first electrode compixsm^ a current collector and a 
coaled active material, the coated active material com~ 
prising a; layer tnemdmg a conductive a gent and a t least 
one propound selected from the group consisting of a 
cortt.ni^^le/ncnt coiitaimTig hydroxide^ a eoatin^-ele™ 
rncnt-con taming oxybydrcixide P a. ooalibg-ctemem eon-, 
taming; oxyoari^onate,, a coatirig^rclc merit -eoniaimng 
bydroxyeartwiiaie, axul a mixture thereof; 

a counter electrode spaced apart from said first electrode 
• : : : to' : '• perform : • reversible' : '• oxtdal .ion -red notion : ■ ; re'a ctio/is: • 
X-X-X with ■ so id • first; • elect rode ; thro agb : wt U* ; ele <i irofy te'-: ■ : : : 

34 . The active material of claim 1, wherein an average 
particle size of said material is :t to .50 ,<em, 

35 Fhe aefivc- material of claim 34 Q wherein the average 
particle size is 5 to 20 /«m, 
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In this case, the application claims are broader or more generic than the copending 
application' 3 84 claims, thus, the application claims are anticipated by the copending 
application 5 3 84claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '384 as claims 11-12 and 14-15 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



13. Claims 1-3, 5-6, 10-1 1, 13-14, 24 and 33 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-5 and 
23-28 of copending Application No. 10/072923 (US Patent Application Publication 
2003/0003352) in view of Amatucci et al 5705291. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the following reasons: 
The copending application' 923 claims the following (CLAIMS 1-5 and 23-28): 

1 A pQMUyv eteenrode for a rechargeable lithium Mattery, 

a positive active material layer coated on said current 
collector, said positive active material la yer comprising 
> • ; O ; ' > ; a ; ppsitiy eXacH^ 

a sUrtacc-ueatiTjent layer on said positive active material 
layer, said surface treatment layer comprising, a com- 
pou.nd selected f rom the group consisting oi> coating- 
element-- included hydroxide a coating-element-in 
eluded ox> hydroxide, a eoating-element^inclxjided 
pxyo>rtX)«;«c, a coat ing-e f ement-mel tided hydroxy ciny 

2 The positive electrode according to claim 1, wherein 
said positive active material comprises a hthiatcd compound 
selected from the group consisting of c^m$K>unds . repre- 
sented by the formulas il to IT 
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\i^mj>v-.;mva.>.-:-. cox 

.•Ti^Niri^o,'.^^-"- \ \ \ v. \\\\\\ •!(»)■ X 

!-i.^O»Vi:^> : A*X-X-X-X- ' 

•^^^•MjOi^x;: : :-: : :-:-:-:-:-:-:-:-:-:-:-:-:-i«s»:- 

I'^i.-jM A , -> 

■:T^*^^w?3r^:-:.:.:-:-:-:-:.;.;.:.;.:.:.:.:.:.:.<v);.:. 

- ■ A^^V< v .v iiC:>vM«0^: .XV ! \ ■ '. ■ ■ • ■ ■ ■ ■ \ ■ .0. \\ \ • 

■:'/^^vi*Wii>^«-:-:-:-:-:-:«:-:\':-:':-:-:*:-:-wvtV-:- 



wherein 

M is one el uneot selected from the group consist! «g of Al , 
Ni, Co, MiXy <"r, Fe; Mg* Siv V« and rare earth elements* 

: ; : ; ■ A ;is fleeted frjorn the: group ;<^hsijstiiig; : ifflj : ;Fj : : atid P, ■ : 

X is selected from the &roup consisting; of F. S, and P. 

3 The positive electrode accordiog. to U urn 1, v/herem 
said sujfacc-t.reai.mcnt layer comprises a coating-clement 
selected from the group consisting, ot v Mg, Al v C o T k, Ni f < a, 

4 The positive t k e trodt aecwdmg, to claim U where ut 
*atd surfacx-ircutmcm layer ts formed by coating ibe posi- 
nve active material layer with a coating liquid . 

.5. f be positive electrode according U> claim 4„ wherom 
the costing process includes one ol a dipping method and a 
vacuum impregnation method, 

'■ ; | : -23; A positive ; elt^trpde lor ! a; re chargeable lithium b attery, ! 
;-cx^rriprisin^ 

: X-xa:;i^fr6nt: collect 

a positive active material layer coated on Raid curretit 
collector, said positive active material layer comprising 
a positive active material selected Iroiri the group 
consisting of lithium-cobalt chatcpgenide, hthium- 
; X x x ma hgahese ; chalcogehide, lithium-nickel ; c n a lcoge n ide ; ; 
and h thi um -ni ckel -m anganese cha lcoge mdc, and 

a surface-treatment layer on said positive active material 
layer, said surface treatment layer comprising a com- 



pound selected from; the group consisting of a eoatmg- 
e I em e n t- included hydroxide, a eoa tin t» -element -in- 
cluded oxyhydroxide, a cOaltnir-eJemcut-mcluded 
oxycarbo natc, a coa f.mg-c I em enl -mcJ uded hydroxycar- 

;.;X;Xbonate,';and; ^mixture >ih^ 

wherein the coating-element is one of A! and B 

24 A jposi.ti ve electrode for a. rechargeable lithium .'battery; 

efcmpr:^ 

X ; ^ i current • wUe 

a positive active material layer coated on said eurrem 
collector said positive active in at eO al layer comprising 
a £>jCo<) 2 positive active ma u rial, and 

a surf ate- treatment layer disposed- on .said positive active 
mateual layer, said Surface Ueatriicrit layer [comprising 
a compound selected horn the group consisting of i 
coa u ng|-e I cment i nel uded h yd ruxj dc a co at in g~e le 
ment-ineluded oxyhydrqxide, a Loauug-elcmcnt in- 
cluded oxy carbon ate a expiating element-included 
hydroxy carbonate, and a mixture thereof, 

•vy he rein the- coating -element jus one of Al and IV 
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25 A Lithium battery ccnriprisiug : 

a hrst electrode comprising a layer of a iithiaicd com- 
pound coated with: a surface treatment layer, the surface 
treatment: layer comprising, one of a coimog-elcmcut- 
mcluded hydfoxidtf-; a coaUng^lcmeot-incl^ Qxy- 
hydroxide, a coatintt;-e lemeiu-aicluded oxycarbon ate, a 
coaling-clement included hydroxy carbon ate, and- a 

a second electrode comprising a material to reversibly 

: : : : : ; : ; : ; mieVcaiatd; : lit 

a separator and an electrolyte disposed between said first 
and second electrodes 

26 The lnhnmi battery of. claim 25, wherein the coating 
element cx>mpns<;s one of.Mg* Al^ <^o^ K, Na, Ca, Si* Ti, % 
Sn, <*e, B, As, an d Zr 

27 The lithium baucry of claim 25, wherein the surface 
treat men l layer ha* a r.h>.ck;iie5» of at or between; ;J. and IOC) 



28 The lithium battery of olaun 25, whtrein said first: 
electrode is prepared m accordance with a method ctuTipris- 

Ire at mg a cu rrent col lector, which is coated with a layer of 
a positive active material, with a CtutUng liquid, the 
coaung liquid comprising one of a coating element and 
a eo<mng-elemeui-mcluded compound , and 

drying the treated current collector to form the surface 
treatment layer comprising one of the coaMng-ef eme nt- 
included hydroxide , the coating -elemen t-included oxy- 
hydioxide,, nie.coatuigrclcmcnt-inciuded oxycarbonate, 
the cpatmgHelemeni-iiicluded: hydroxyearUonate, and a 
: : : : : : : : : : :mixture:ihe'reof: ; :^^ 



In this case, the application claims are broader or more generic than the copending 
application' 923 claims, thus, the application claims are anticipated by the copending 
application' 923 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. 

The copending application' 923 claims a positive active material as described above. 
However, the copending application' 923 does not expressly claim the specific weight percent of 
the additive compound. 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). It is noted that such coating compositions represent additive compounds, that is, 
compounds added to, included to or incorporated into the positive active material It is disclosed 
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that such additive compound can be added in an amount ranging from 0.4 to 1.0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) {^-emphasis added). 

In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the copending application' 923 as the Amatucci 
et al disclose that positive active materials having such additive weight percent exhibit improved 
cycle capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the 
use of additive compound within the claimed range; and with sufficient specificity. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

14. Claims 1-3, 5-6, 10-11, 13-14, 24 and 33 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-10 
and 25-37 of copending Application No. 09/897445 (US Patent Application Publication 
2002/0071990). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The copending application'445 claims the following (CLAIMS 1-10 and 25-37): 
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1 A positive active: material for a rechargeable lithium 

a core comprising at least one hthiatcd compound, and 

a surface4reatn?ent layer on the core comprising: at least 
ode coanng material selected from the group consisting 
of coating element included hydroxides, oxyhydrox:- 
ides, oxy carbonates, hydroxycarboaaie.s and a mixture 

2 The positive active material of claim 1 wherein the 
hthiiatcd: compound is at least one hthiatcd compound xep- 





x>-x::-x-:-:>o<i) 




• : (2) 




<*> 


■li^Mll^yM^ 


<<) 




(5) 




<*> 




(7) 




<*> 


I WN« l-y^^%M'sA« 


(*} 




(io) 




: : : : : : : : : : : : : : : : : : : : : : : : : x : : : W: 



whei^;:;:;:;: : : : :o: : : : : : : : : : : : : : : : : : : : x : : : : : : : : : : : >^ 

0 95^x^1 t,0 ^y^O 5,0^/^0.5,0^ag2 i 
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M hi Nv or C<V 

M is at least one 1 element selected from the gmup 
Cfmsisimg; oi Al, Ni, Co, <>, i r e, Mg, Sr, V, Sc t V, I .a, 
Ce, t>r, N& £rn, Sm, fcu* Od, Tb, F>v, Ho t Kr„ Tm, Yb, 
t w« Ac, Tb, IV 4 i>u q Am, Ctn, m\ Fm y 

M* is at least one ctejcnc.nl selected Irom the group 
consist of Ai ? Cr> Mn, Fc t Mg, Sr, V, So p Y; L*, Ce 
Pf, I>?d, Prti, 5m ; . Eii, Od, Tb P I>v, Ho. Er Tm f Yb; I ti, 
Ac/m Pa, 0, Np, l>u, Ani» Cm, Bk v <% Fin, Md 

: : x : : : : : : : ^<">: : ?»ncV;Tr^ 

x|x^ :^ci<5ctBd: from : the :^rwijpf^*^j^irt^: : <>£ O^F.iS^a'ii^i**:^ 

^ is selected trout the group consisting, of J N 8 and P 
5 The positive ae*jve material of claim ,| wherein the 
costing clement of the coaUug material is soluble u> organic 
:;solvcnt:s : 6r : ^ 

4, The posj.uvw active material ol claim 3 vy herein the 
elating element ol the eoatm& materia) k at least owe 
element , selected .from the up consist J tig of Mg, At, Co, 
Ic Na, Ca, Si, fi, Sh, V, <Je% C*a, B r As,, Zr v and a nurture 

! ;t he re c>C; i; x v ivX-xx-xx- ■!\-;x\-;-; 

5, The positive active material of claim I wherein the 
costing matt rial bus amorphous or crystal! me tomv 

6" live positive <ict>ye m iienal of claim :t wherein the 
surface- treatmeni layer lias a thickness m the ratine of 0. 1 
to KHhMTi^ 

7 I"he positive active materia J of claim 6 wherein the 
susi lace- treatment layer ha a a thickness m the range of O 1 to 
KlOnm 

8 Hie positive active nvnenr/d; of claim 7 wherein the 
surface- treitmeat layer h.a$ a; thickness in the range of 0 I to 

:50ivm'.;X:XvX : X : X : X;X : X : :;X;X;^ 

£ the positive active material ol claim 1 wherein the 
content of the eoatmg element ol the coating material is 
2xl(> to 2 percent by weight based on the weight ol the 
>P9sitiye:;ac;tiye:m 

lO The positive active material of claim 9 whet em the 
content ol the coating clement of the cxwhrnj: material is 
O.f*0l to 2 percent by weight based on the weight of the 
po.Kitive active material,. 

25 A positive active matcrtai for a reebnrgcaWe liihhtra 
battery comprising 

i c<>re cx>mprt$img til least one hthiated compound, arid 

a surf a cc-treatmcnt layer -on the core comprising coating 
element- included-hydroxide or oxyhydroxtde 

26 The positive active: material of claim 25 wherein the 
iHhiated wtripoufld i» at km otte Itthtated confound p 
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: : : : : : : : : : : ; : : : , ;^^; > Aj:;^ 

: yy-yy^^ 
■yy'y^ 

i^NV*Oo/>** A * ("?) 

'■:-yyy\'-y^ 

■yy^ 

yy]yy<^ 

M is N:i or Co, 

M* is at least one element elected from the group 
consisting ol Af, Ni, Co, (X I e T Mg t Sr, V, *Sey Y, Lj, 
Cc, Pr, Nd, Pui, Suu Eu, Gd\ Dv, Ho, llr, I'm, Yb, 
La, Ac, Pa, If, Np. Pti, Am, Cm, Bfc, Cf> La, Fm, 
Md, No ami Ijt, M" is ;tt least one tltrnw)! selected from 
l be grotip consisting of Al, Or, Mn, l^ p Mg, Sr, V, Sc% 
V; I. a, Oe , Pr, Nd 5 Piit, Sin, Eu, CM T fb, Ho, Er, I trt, 
Yb t In, Ac, Th r Pa r U t Np, Pu> Am, Cm, Bk, < % f, Es, 

A is selected from the group consisting ot O, t , & and P K 
and 



X is selected from the group consisting of J : , S and P. 

27 The po»iuvc r active material of claim 25 wherein the 
tto&titig element of the ^rfafc*? treatmes.it lkyei is soluble in 
organic solvents or waters 



28 The tx>sitive active maJertal of claim 25 wherein the 
coating element ot the siu-fkee treatment 3 aver ts at least one 
element selected horn the group consisting ol Al, Co, 
X, Na % Ca, Si, !1> Sn, V> <Je r Ga, B, As, Zr> and a mixture 
thereof. 

29 The positive active materia! of claim 25 wherein the 
coating material has amorphous or crystalline form 

30 The positive active material ot claim 25 wherein the 
cpnteni a£ ihe costing el erne tit of the mi fee©- ice aimeru layer 
is 2x1 (r 5 to 2 percent by weight based on the weight ol: the 

;: positive :-a^^ 

31 ftie positive active material of clairo 30 whercm the 



is 0 001 to 2 percent by weight based on the weight of the 

:j*^it<ve:;a^ 

32 A positive active material for a rechargeable lithium 
; -battery/ eo^ 

i: core comprising a hthMim-cohah chalcogcnidc com- 
pound^ and 

a surl ace-treatment layer on (he core comprising A)j(O.H)^ 

33 The positive active material of claim 32 wherein the 
content ot Al of ihc surface-treatment layer is 2x \(f* to % 
percenl by weight based on the weight of the positive active 
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34 The posi tive active mal t rial of claim 33 wherein the 
content of At oi the surface treatment layer is 0.001 to 2 
percent by weight based on the; weight of the positive: ac live 
material. 

35, A positive active material for a rechargeable lithium 
• : hat terv : wmpiising:: x • 

a core comprising a Jithiunirmanganese or bthmm-cobah 
chalcogciritle compound; and 

a surfacxMreaimeru layer on the core corapnsmu 
ILB(Oii), 

36 positive active material of claim 35 wherein the 
content of B of the surface treatment layer Is SxlOr* to 1. 
percent by weight based on the weight oi llio pusUiv e active 

xhrateriidlix^ 

37 The positive active material of claim 36 wherein the 
content oi B of the surface-treatment layer is 0,001 lo 2 
percent by weight based on the weight of the positive acti ve 

xmateriaL:;:;:^ 

In this case, the application claims are broader or more generic than the copending 
application'445 claims, thus, the application claims are anticipated by the copending 
application'445 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '445 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



15. Claims 1-3, 5-6, 10-11, 13-14, 24 and 33 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 1-10 
and 25-37 of copending Application No. 10/627725 {US Patent Application Publication 
2004/0018429). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of the following reasons: 

The copending application'725 claims the following (CLAIMS 1-10 and 25-37): 
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1 A positive active, material for a rccha rgcal>le lithium 
banc ry co mpri.mng 

a core comprising; at least one litbiated compound; and 

a surface treatment layer on the core; comprising at least 
one costing mater ill selected from the group consisting 
' \ of; ; boa'tln jv ; clement : ; included -;ji yd rox ides, '. oxyhydrbxX : 
X ; ictes ? oxyearbonatcs, ;h yciroxy carboria tes; and: 'a '. niixtu re; ■ ; 

xxx\th«n»f;x-xxoxxx-xox-xx-xx 

; • 

Kthiated ia>^ 

reseated by the formulas 1 to 11, 

-;-;*;•;-::>; l^^^i^^^'yAi : x : : : x : ; : : : : : : : ; : : ; ; 

yyyyyy'\ix^ 
]:]y[y< : :lj^ 

y-'-y-y 

■yyyyyy^^ 

: ; : XXX-X^NiX^^ 

x : x Mi^i^ii^ 
■ x : 

; xxSybcrexxxxxxxxx 

yy^ 

•yyW:i&.f^ 

M; I*, ill ieiisii one elf merit, sclcwtcdl from line n;ix>up 
c^nisistmg; of At p JSTt, Ol>, Or; I <^ Mg 7 Kr f V, St, % f,^ 
< e< .Fr, Jft&Y Sat,Bu, <*<VTb< X>V, 116, i;r v Xni, Yb c 
f;u, Ac, Tb Pi. I h IVp, P«> Am T Cm, Bk T C:t> Hs, Fm 
Mil, N'o «n<3 t>i% 

NI" is at .least one clcmcn* «*siectc<3 from tbe group 
eon*i&tmg: of Al< < t\ Mn, I e, Mg,, Sr, V Sc> V; I Xa, . : Ce t 
IV, Nc*. Pro, >Sm. tw, CM. Tb,-A$y I Io. £r> ! rr>v Y&V f.wl 
Ac, Th, f>^.> l>, Np, Pu> Am, <Xovw .Bk, Ofc lWlm* Mrft 

X/XXXKo/arjdXr^XXX 

: : : : : : f ^>*T-V : Mw? : : £ rt >up : ck>ii* : of ; O'; : ;|£ : ;S ; 'iiH 4; : ; x ; 

X: selected from the group eott*i»tirig i>f .F* $ 4rki i 3 

3 The positive ♦sctVvc material of. claim 1 wherein the 
coating element :of the coating material is wlwble in organic 

4 the positive active material of clfum * wherein the 
coating; clement of the coaling material is »i least one 
elemt at si tecU >d front tho ^rpup <x>n«i«*.?jn^ r>l M« AJL Co, 
Kx Na. Ca, Su '11, Si** V, <ie v Oa f ^ As. Zr, *»<S a mixture 

; ; thcreo^X • X ; X ; X 

5 l*fae positive active material of claim 1 wherein the 
coating: T.osueriiM fx&s amorphous or crystailme form 

6 The positive active matcrtat oi: claim: ! wherein the 

: ^ j^.tace^ treatme ril: } kyeir : Has: : » : thickn^H : in : itfe ; rkrigitv. of "6: l :»: : u"> : : : 

; 3C)C>: : hm : ; : x : : ; x : : : x : x 



!;U}x:;: 
:My 

Ml- 

Miy 

■MM 



y;m;: 

Xiijy 
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7 The positive sefive material of claim: 6 wherein the 
*ur face-treatment layer lias a thickness in the range of 01 xo 

8 I he no&mve active material of claim 7 wherein the 
^irraceytfi^ % thickness in the r&nge of 0 1 to 
SO imt. 

9 The positive active material of claim 1 wherein the 
content of the c^otmg element of the coating materia) is 
2x10 * to 2 percent by weight based • on. • weight pi:; the 

i<> I he jx>»iuve active material oi claim 9 wherein the 
totiient of the coating element of the cxiatmg material ijs 
0 001 to. 2 percent by weight based On the wetght of the 
: pbsuxve:&<^ 



25 A |x>sAt>vc *cuvc material Xor a rec)iHrge^t>le lithium 
riatlcry comprising, 

^ core comprising at kast <rac lit mated crompouritC and 

a siurtacc-ttTcaUncat liiyct on the- core comprising coating 
viemtn t ->n cl u ded-hy droxidc or oxy hydroxide 

26 t "he positive active material of claim 25 wherein me 
htimited compound us at least one lithiated compound rep- 

; : ; : rc^cn te^ ; by; :f or miM 

: ; : ; : ; : * : J : J : ■ : ; X v^ti f^*: : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : : ; : : 1 : : : - : : CV> : 

;';aV be re;-;. 

0 951x^1 1, OSySO S, OjSztaO 5, O ^cx£2, 
M is Ni or Co, 

M J is at least ;oi>o ctcnicw selected from the &ix>up 
cpmi^ing of; At, Ni, Co, Or, t?e, Mt>, 55r, V, «5c, Y ljk ti 
•C«p. Pr, Nil. Pm, S« V Bu ? CUt, To, by, Ho, Er, Tin, Yb u 
1 »r ^c. Tlx Pa P :U T Np> |>u. Am, < n^ I3k t < f I ni, 

M is at teaM one element selected from the ^roup 
coirsisnoy oi Af, r r, Mn T I t, Mg, Sr, V, So, Y, l a, Ce, 
Pr, Nd, Pin, Vm, fcu, <id, Vb, Dy Mo, Jfcr, Tm, Yb, Lu,: 
At Hi, fX Np v ! J u, Am, Crn, Bk, Of, fes 9 . Km Md, 
No -and Lx, 

A is selected ftoin ttic group coiisistirjg. of O, TV S and I\ 
X is selected from the yxoup consisting of r*, S and P 
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27 The positive Active material of claim 25 where m the 
coaling element or the surface treatment layer is soluble in 
dry a mc solve nts or water 

28 The positive active material 61 claim 25 wherein the 
coating, dtmcm pi the surface Lrcatmcnf layer is at leas* one 
element selecierVtrom the group consisting of Mg, Al, Co, 
K, Na, C a, $4 Sn, V* *>e 3 (la, IS, As, Zr 0 and a mature 

::WHMwt>;:;X^ 

29 "The positive ictive material of claii.ii 25 wherein the 
coating male rial has amorphous or crystaUine lorm 

30 The positive active material of claim 25 wherein the 
concc m of; the coa ang element of the *>u rfacc trea intent layer 
is 2xUr 5 to 2 percent by wejgbi based on the wci^it of the 

: ; positive: ;ac4rye:m 

31 The positive active material of claim 30 w herein the 
content of the coating, element or the surf ace -tre a ime m layer 
iVO 001 to 2 percent by wefj>bl based on the weight of the 
positive active imtfcnat. 

32, A positive active material lor a rec balnea b*e lithium 
battery comprising 

a core comprising a hthmm^obatt cbalcogenide com- 
pound, and 

si «urfaecTtrealiTierjl layer On the core eximprtsing Al^Oti), 

: : :;:;: : x : Or^^o<pi:i)x;x;X 

: : 3 3. The: positive act iye material; of claini 32 • Wherein : the 
content of: Al of the surface- treatment layer is 2x1 to 2 
percent by weight based on the weight oi the positive active 
xniiteria^ 

34 Thi positive active material of daiio 33 wherein the 
content of Al of the surface- treatment layer is 0 001 to 2 
percent by weight based on the weight ot the pt>sitive active 

35. A positive active material for a recharge ahk< lithium 
•xbaitery-compr^ 

a core comprising a hthtuxn manganese or Itthiura-cohalt 

a surface-! reatment layer on the core comprising 

36 fht pOMUYc active material of claim 35 whercut the 
content of B of the snrtace-trcatment layer is 2xt0 : 5 to 2 
percent by weight based on the weight or the positive active 
material 

37. 1 he positive active material oi claim 36 wherem the 
patent of B of the surlact li^atnwnt layer is 0.<KH to 2 
percept by weight based oh the weight of the positive ac tive 
material 



In this case, the application claims are broader or more generic than the copending 



application'725 claims, thus, the application claims are anticipated by the copending 
application'725 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
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in the copending application 725 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Response to Arguments 

16. Applicant's arguments filed 02/22/05 have been fully considered but they are not 
persuasive. 

17. Since applicants have overcome the 35 USC 102 rejection, the examiner will only 
address applicants' arguments concerning the 35 USC 103 rejection. In this regard, the principal 
contention of applicant's arguments is premised on the assertion that the prior art of record fails 
to reveal the specific amount (weight percent) of additive compound in the positive electrode. 
However, this assertion is not sufficient to overcome the rejection because the prior art (i.e. 
Amatucci et al'291 and the JP'813 publication) in combination does disclose the use of additive 
compound within the claimed range. Indeed, applicants 5 attention is particularly directed to 
EXAMPLES 1-3 in the Amatucci et al reference. Those examples clearly show using the 
specific claimed amount of additive compound in the positive electrode. Applicant is reminded 
that the test for obviousness is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981). 

Therefore, in view of the foregoing teachings, the examiner believes that it is fairly 
reasonable to contend that those of ordinary skill in the art would have sufficient sophistication 
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to recognize that the specific additive compound of the JP'813 publication may be added by 
using exactly the same amount/percent as disclosed in Amatucci et aT291. Simply put, given that 
Amatucci et al'291 evidently teaches the use of an additive compound within the claimed range, 
the skilled artisan will only need to substitute the JP'813 publication additive in the positive 
electrode of Amatucci et al'291. Stated somewhat differently, not because Amatucci et al'291 
fail to disclose the specific additive compound (the material) per se , it means that the additive 
compound of the JP'813 publication cannot be added in the same manner and amount as 
Amatucci et al'291 instruct to add their additive compounds, that is to say, nothing in the 
Amatucci et al'291 reference precludes the use of other additive compounds, in particular, the 
additive compounds of the JP'813 publication. Thus, in the event that applicants eventually 
argue that the examiner 's position is improper, applicant is now advised that showing of 
objective evidence would be necessary to demonstrate that the use of the additive compound of 
the JP '813 publication, when used as taught (i.e. in the same amount/proportion) in Amatucci et 
al'291 , would cause detrimental or deleterious damage(s) to the positive active material of 
Amatucci et aV291. Therefore, the burden would be shifted to the applicants to provide such 
objective evidence. 

18. Applicants arguments do not comply with 37 CFR 1 . 1 1 1(c) because they do not clearly 
point out the patentable novelty which he or she thinks the claims present in view of the state of 
the art disclosed by the references cited or the objections made. Further, they do not show how 
the amendments avoid such references or objections. 
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Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action {for certain double patenting rejections ). Accordingly, THIS ACTION IS MADE 
FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 



Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Raymond Alejandro 
Primary Examiner ( 
Art Unit 1745 \ 




